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En el cas que en aquest conveni hi hagi mobilitat de personal de la UPC a centres productius de l´empresa per desenvolupar activitat vinculada al conveni, caldrà informar al Servei de Prevenció de Riscos Laborals ( http://www.upc.edu/prevencio/ca/pacae ) per si cal fer algun tràmit administratiu amb el SPRL de l’empresa.

PATENT LICENCE AGREEMENT

Barcelona, on ... of … of 202...
BETWEEN
Prof. Daniel Crespo Artiaga, rector of the Universitat Politècnica de Catalunya (UPC), appointed by Decree 115/2021 (published on June 3, 2021 in DOGC no. 8424), whose address in Barcelona is C/Jordi Girona 31, with Tax Identification Number Q-0818003F, and who acts on behalf of the above institution by virtue of the provisions in article 50 of the Organic Law of University System 2/2023, of 22 March; and articles 67, 68 and 169 of the Statutes  of the Universitat Politècnica de Catalunya, passed by Agreement GOV/43/2012, May 29th of the Government of Catalonia (DOGC no. 6140 of 1 June 2012).

AND  
Mr (name and surname) as.... (post held) of ... (Company), with registered address in ... (city, post code), street ... and Tax Identification Number... (hereinafter, the Company)
The parties hereto mutually recognise their sufficient legal capacity to commit their respective institutions and

DECLARE

1. That the Universitat Politècnica de Catalunya holds the application for patent number ... with the title “...”, developed by the research unit led the Professor... of the Department of ... at the aforementioned University.

2. That the Company ... wishes to obtain the licence of the rights of use of the cited patent application.

Therefore, the parties hereby enter into this agreement, which is subject to the following

CLAUSES
ONE. Object of the Agreement
The object of this agreement is to regulate the contractual exploitation right of the aforementioned patent application.

TWO. Granting of the Licence
The University grants a licence to the Company, subject to the payment of the patent rights, to use and exploit the licensed technology in its area of application and in the region specified below for the duration of the licence.

Exclusivity: the licence granted to the Company is non-exclusive/exclusive (choose depending on the case)
Area of application: …

Region: …

THREE. Granting and maintenance of the patent
The University shall prepare, file, prosecute and maintain the patent. The Company must cooperate, when required, in the abovementioned presentation and maintenance, and must pay all expenses for the patents in the corresponding time and manner.

FOUR. Amount and conditions of payment
In return for the licence of the exploitation rights described in Clause One, the Company must settle the following payments to the University: (choose the conditions more suitable to the concrete case)
· An initial payment of €..., which is neither non-refundable nor subject to any other type of compensation

· The maintenance fees for the patent in the regional area described in Clause Two, which are neither non-refundable nor subject to any other type of compensation

· A royalty fee of…% on the net sales of the products/services derived from the patent, 

· A minimum payment of...€/year, from …. These payments can be compensated by the royalties.

· The percentage of payments stipulated for sublicensing, should this be applicable.

To this effect, once sales have begun, the Company shall draw up a quarterly report to inform UPC about the invoiced sales in the previous quarter so that it is able to invoice the amount it is due. 

The Company’s report must specify, for each country where the licensed or sublicensed technology is on sale, the types of products sold, the amount sold of each type and the total net sales of each type, in local currency and Euros.

FIVE. Audits
The Company shall maintain and preserve an accounting reasonably adapted with relation to the manufacture, utilization, distribution, sales and other uses of the licensed technology.

If the University so wishes, once a year the Company allows an official and independently selected auditor by the University to audit the net sales and any other information deemed reasonably necessary in order to determine the accuracy of the calculations on which the net sales are based.

All the expenses of the aforementioned audit will initially be paid by the University. However, if the audit differs by more than 3% from the affirmations made by the Company, the latter will be responsible for all of the expenses entailed incurred by the said audit.

SIX. Form of payment
The payment of these sums will be made, on presentation of the appropriate invoices by the Universitat Politècnica de Catalunya (NIF Q-0818003-F).

For the purposes of billing, the Company must provide the following information:

- V.A.T. Number

- Billing address (if different from the one given above)/contact person

- Form of payment: term of payment (30, 60, 90 days), day of payment (10th and 25th of each month)

- Order number (if necessary)
The Company must name the person responsible for the agreement (see Clause Three) in the bank transfer.

For all issues derived from this agreement related to the management, whether administrative or financial, the Company … must contact the Servei de Suport a la Recerca i la Innovació, plaça Eusebi Güell, 6, edifici VERTEX, planta S1, 08034 Barcelona, telephone ...

SEVEN. Duration of the agreement
The agreement shall come into effect on the date first stated at the above and shall remain in force in all countries in which an extension of the patent has been requested, until the said extension period expires or is revoked without the right to sue. 
EIGHT. Guarantees and responsibilities
The University neither explicitly nor implicitly offers any guarantees regarding the patent. This includes, among others, guarantees of commercialisation, adaptation to a particular use, non- infraction, validity of the claims of the patent (whether granted or pending concession), and the absence of hidden defects or any other type (whether discovered or not).

In particular, and without prejudice to the above, the University offers no guarantees whatsoever regarding the validity or the extension of the patent. Neither does it guarantee that the use of the patent or of any licensed technology will not infringe on any other third party’s patent or other intellectual property rights.

The Company shall be liable for guarantees given to clients regarding the object to be manufactured and for tax burden that may be levied for the manufacture and commercial exploitation of the object of the patent application.

The Company shall be solely liable to third parties, should damages be sought for defects inherent to the object of the patent application, and for which the University shall be held harmless.

NINE. Assignment of rights
The Company may not assign the rights derived from this agreement to third parties, in particular, the right to sublicense the licensed technology, without the previous written consent of UPC.

TEN. Infringement
In the case that one of the parties has knowledge of a possible infringement or the effective or probable use of the licensed technology, that party must inform the other at the first possible opportunity and provide all relevant details. The parties will meet to decide the appropriate actions to take and may collaborate in the carrying out of said actions.

Should a third party initiate legal proceedings, whether against the University or the Company, in which it is alleged that an infringement of intellectual property rights has taken place as a consequence of one of the operations described in this agreement being carried out, the Company shall defend the University and hold it harmless from all liability. The Company must defend the case and meet all associated costs.

The Company agrees to take the appropriate legal measures at all times and, in particular, to file all available appeals and deal with all claims, provisional measures, warrants, orders, rulings, etc., especially in cases in which the security, effectiveness or quality of the product are questioned. The Company is not entitled to waive its right to appeal or to reach an agreement over any claim without the prior consent of the University.

The Company shall meet the costs of any of the abovementioned proceedings or legal actions initiated by the University, as well as any expenses that this may incur. Reimbursements or financial compensation from lawsuits shall firstly be used to repay the Company for the legal costs incurred. Any reimbursement or compensation remaining will be treated as money from net sales under the terms of this agreement.

ELEVEN. Confidentiality & Transparency
Both parties recognise the strictly confidential nature of the following information:

· Information received from the other party for the purpose of the project that is the object of this agreement, except that which was already known and could be accredited as or is public knowledge or is to become public knowledge.

· All information that results from the development of the joint project that is the object of this agreement.

Therefore, the parties undertake not to publish confidential information without the express consent of the other party, and to guarantee that the staff under their responsibility who work on the project likewise comply with this obligation.

In view of the eminently scientific nature of the University the Company … will regard it as being of the utmost interest that the academic authors of the work may use the results, final or partial, in part or in toto, for publication as articles, lectures, presentations etc. in journals, publications and seminars of a scientific nature. For this purpose, the University shall require written authorisation; if, 15 days after the sending of the letter, the Company …has not expressed its disagreement, silence shall be taken as authorisation.

In accordance with what is established in article 8 b) of Law 19/2013, of December 9 of Transparency, access to public information and good governance and article 14 of Law 19/2014, of December 29, of Transparency, Access to Public Information and good governance, the UPC, in relation to this agreement, will make public the information related to the signatory parties, the object, the validity, the obligations assumed by the parties, including the economic ones, and any modification made. . Likewise, the UPC authorizes the company to publish these same data.  
TWELVE. Personal data protection

(Must be included in pacts and agreements in which data of this type is transferred between parties in order to fulfil the object of the agreement.)

Any personal data included in the service contract, as a consequence of the execution of the contract, will be processed by the parties in accordance with the Personal Data Protection Act and the Guarantee of Digital Rights (Law 3/2018 of December 5) derived from Regulation (EU) 2016/679 solely for the purposes of implementation, administration and monitoring of the Service contract, without prejudice to a possible root transmission of the request by a governmental or jurisdictional authority and / or the disclosure in accordance with the Law..


In any case, the parties will have to adopt the necessary technical and organizational measures, especially those that are regulated in order to guarantee the security of the personal data and to avoid their alteration, loss, treatment or unauthorized access.


In the event that any of the parties have any questions related to the processing of their Personal Data, you should go to the following contacts:

· By XXX
· By the Universitat Politècnica de Catalunya: Delegate for Data Protection (Legal Services and Risk Assessment Area), Plaça de Eusebi Güell 6, Vèrtex Building, Floor 0, 08034, Barcelona. E-mail: proteccio.dades@upc.edu.
THIRTEEN. Termination of the agreement
The breach of any of the contractual obligations in this agreement by either party shall entitle the other party to terminate the contract, which shall automatically cancel all rights of manufacture and commercial exploitation of the outcomes by the Company.

The agreement shall be automatically terminated in the case of the winding up or declaration of insolvency of the Company.

FOURTEEN. Litigation
The parties undertake to resolve amicably any disagreement arising from the development or interpretation of this agreement.

In the event that a friendly solution is not possible, the parties expressly waive any other jurisdiction that may correspond to them and submit to the courts and tribunals of the jurisdictional jurisdiction of the city of Barcelona, so that they know and decide on the issues that may arise of this contract.

And, in order to show their acceptance, both parties sign this present Agreement, in the city and on the date mentioned above, in duplicate and to one sole effect.

	El rector of the Universitat

 
...

Politècnica de Catalunya


	Nom de l’entitat 

	Prof. Daniel Crespo
	Mr. /Ms
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